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THE PERIOD FOR RESPONSE: [check only a) or b)] 

a) (X| expires 4 months from the mailing date of the final rejection. 

b) Q expires either three months from the mailing date of the final rejection, or on the mailing date of this Advisory Action, whichever 

is later. In no event, however, will the statutory period for the response expire later than six months from the date of the final 
rejection. 

Any extension of time must be obtained by filing a petition under 37 CFR 1 .1 36(a), the proposed response and the appropriate fee. The 
date on which the response, the petition, and the fee have been filed is the date of the response and also the date for the purposes of 
determining the period of extension and the corresponding amount of the fee. Any extension fee pursuant to 37 CFR 1.17 will be 
calculated from the date of the originally set shortened statutory period for response or as set forth in b) above. 

□ Appellant's Brief is due two months from the date of the Notice of Appeal filed on 



(or within any 

period for response set forth above, whichever is later). See 37 CFR 1.191(d) and 37 CFR 1.192(a). 

Applicant's response to the final rejection, filed on Apr 3, 2000 has been considered with the following effect, 
but is NOT deemed to place the application in condition for allowance: 

K! The proposed amendment(s): 

(XI will be entered upon filing of a Notice of Appeal and an Appeal Brief. 
□ will not be entered because: 

□ they raise new issues that would require further consideration and/or search. (See note below). 

□ they raise the issue of new matter. (See note below). 

□ they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 
issues for appeal. 

□ they present additional claims without cancelling a corresponding number of finally rejected claims. 
NOTE: 



(XI Applicant's response has overcome the following rejection(s): 
see the attached 



□ Newly proposed or amended claims would be allowable if submitted in a 

separate, timely filed amendment cancelling the non-allowable claims. 

□ The affidavit, exhibit or request for reconsideration has been considered but does NOT place the application in condition 
for allowance because: 



□ The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly raised by 
the Examiner in the final rejection. 

IS For purposes of Appeal, the status of the claims is as follows (see attached written explanation, if any): 

Claims allowed: 



Claims objected to: 

Claims rejected: 20-43 



□ The proposed drawing correction filed on Dias (Zhas not been approved by the Examiner. 

□ Note the attached Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Other 

Geoi^eC. Elliott, Ph.D. 



Supervisory Patent Examiner 
Technology Center 1600 
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DETAILED ACTION 



Response to Arguments 



1 . Arguments set forth in Paper No. 1 1 , filed April 3, 2000 have been considered regarding 
the rejection of claims 20-28, 30-36 and 39 under 35 USC 102 and found persuasive. The 
rejection is withdrawn. 

2. Amendment of claim 35 in Paper No. 1 1 have overcome the rejection of the claim under 
35 USC 112, second paragraph, and the rejection is withdrawn. 

3. Arguments set forth in Paper No. 1 1 regarding the rejection of claims 20-43 under 35 
USC 103 have been considered but are not found convincing. The rejection makes obvious the 
invention because all of the elements cited in the rejection are obvious to use to make the 
invention. The 6 977 patent teaches "changing the expression of a nucleic acid sequence which is 
present endogenously in a eukaryotic cell". The rejection of the claims clearly sets forth a 
motivation to combine the references. 

4. In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 




Application/Control Number: 09/203,500 Page 3 

Art Unit: 1636 

In this case, the WO '012 patent and Cruz et al. are relied upon to teach the well known elements 
of a vector construct as stated in the motivation statement in the rejection. 

5. Cruz et al. taught the equivalence and general utility of the method in the discussion at 
page 173 that "[ojverall, the features of linear DNA transfection in Leishmania are similar to 
those reported for S. cerevisiae". 

6. In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 R2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

7. In response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA 1971). 



Conclusion 

8. Certain papers related to this application are welcomed to be submitted to Art Unit 1636 
by facsimile transmission. The FAX numbers are (703) 308-4242 and 305-3014. The faxing of 
such papers must conform with the notices published in the Official Gazette, 1 156 OG 61 




• 



Application/Control Number: 09/203,500 



Page 4 



Art Unit: 1636 



(November 16, 1993) and 1 157 OG 94 (December 28, 1993) (see 37 CFR 1.6(d)). NOTE: If 
applicant does submit a paper by FAX, the original copy should be retained by the applicant or 
applicant's representative, and the FAX receipt from your FAX machine is proof of delivery. NO 
DUPLICATE COPIES SHOULD BE SUBMITTED, so as to avoid the processing of duplicate 
papers in the Office. 

Any inquiry concerning this communication or earlier communications should be directed 
to Dr. William Sandals whose telephone number is (703) 305-1982. The examiner normally can 
be reached Monday through Friday from 8:30 AM to 5:00 PM, EST. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Dr. George Elliott can be 
reached at (703) 308-4003. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group Receptionist, whose telephone number is (703) 308-0196. 

William Sandals, Ph.D. 



Examiner 



April 7, 2000 



